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II. REMARKS 



Claims 1,2, 29, 30, 32 to 59, 66 to 70, 75, and 80 to 86 are pending. 

It is stated in the Office Action that claims 46, 58, 59, 67, 68, and 80 to 86 are allowed, and 
that claim 2 is objected to as depending from a rejected base claim. 

A. Regarding the Amendments 

Claim 32 has been amended to more clearly specify the functional peptide portion 
encompassed within the claimed subject matter. The amendments is supported, for example, at 
page 82, paragraph 160, and, therefore, does not add new matter. 

Claims 33, 34, 43, 45, and 48 to 50 have been variously amended to provide a frame of 
reference from which an "increase" (claims 33 and 49) or "decrease" (claims 34 and 50) in stress 
tolerance; "altered responsiveness" to a stress condition (claims 43 and 45); and "reducing or 
inhibiting" expression of a gene (claim 48) can be identified. The amendments are supported, for 
example, at pages 21-22, paragraph 37; pages 69-70, paragraph 130; and pages 86-87, 
paragraphs 167 to 169, and, therefore, do not add new matter. 

Claim 38 has been amended to clarify that the stress-regulated regulatory element, upon 
integration into the plant cell genome, can regulate expression of the heterologous nucleotide 
sequence, to which it is operatively linked, in response to a stress condition. It is submitted that the 
amendment merely clarifies the claimed subject matter, and does not add new matter. 

Claims 56, 69, and 70 have been amended to clarify that the improved nutritional and/or 
ornamental value of the claimed transgenic plant (claim 56) or transgenic plant made by the claimed 
method (claims 69 and 70) is improved as compared to a corresponding plant lacking the introduced 
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element. It is submitted that the amendments merely clarify the claimed subject matter, and do not 
add new matter. 

Claim 66 has been amended to clarify that a plant having an altered resistance to an abiotic 
stress condition comprising a cold stress condition is identified by detecting a difference in 
expression of a polynucleotide indicative of resistance as compared to expression of the 
polynucleotide in a plant not exposed to the abiotic stress comprising cold stress. The amendment is 
supported, for example, at paragraph 31 (pages 16-17); paragraph 29 (page 15), and 
paragraphs 186-187 (pages 93-94), and, therefore, does not add new matter. 

B. Rejections under 35 U.S.C. § 112, second paragraph 

The rejections of claims 1, 29, 30, 32 to 45, 47 to 57, 66, 69, 70 and 75 under 
35 U.S.C. § 1 12, second paragraph, as allegedly vague and indefinite are respectfully traversed. The 
rejections are addressed referring to the Sections (a, b, c, etc.) as set forth in the Office Action. 



Claims 1, 66 and 75 are allegedly vague in reciting the term "representative of expressed 
polynucleotides" in (a) "cells of a test plant"; (b)"cells of a plant known not to have been exposed to 
an abiotic stress"; (q) "a plant cell of a plant to be examined"; and (t) plant cells" because it is not 
clear what the sample might or might not be representative of. Applicants submit, however, that 
when the term is considered in its full context in the claims, which recite "nucleic acid molecules 
representative of expressed polynucleotides in [the various recited cells]", the skilled artisan would 
recognize that the term includes, for example, cDNA molecules and RNA molecules such as mRNA 
and cRNA (see, also, claim 27; and paragraph 192, at page 95). As such, it submitted that the term is 
clear and definite. 

Further with respect to this rejection, it is noted that the term "nucleic acid molecules 
representative of expressed polynucleotides in [the various recited cells]" is used in the claims 



fa), (b\ (a) and (i) 
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because suitable substitute language that encompasses such nucleic acid molecules is not available or 
would require unwieldy language. More specifically, the claims would otherwise need to refer, for 
example, to RNA expressed in the cells (e.g., mRNA), to cDNA derived from such mRNA, and to 
cRNA derived from such cDNA. As such, it is submitted that the claims are as clearly defined as the 
art allows. Accordingly, it is respectfully requested that this rejection of claims 1, 66 and 75 be 
removed because the recited language, when considered in its full context, is clear and definite, and 
because suitable alternative language is not otherwise available. 



Claim 29 is allegedly vague in reciting to a "polynucleotide portion" because no lower limit is 
set for the "portion". Applicants submit, however, that claim 29 further requires that "the 
polynucleotide portion ... modulates a response of the plant cells to at least a cold stress condition". 
Further in this respect, it is noted that SEQ ID NO: 1034 comprises 1071 nucleotides of the coding 
sequence of a cold stress-regulated gene and SEQ ID NO: 3729 comprises 1677 nucleotides of the 
5 1 upstream regulatory sequence of a cold stress-regulated gene (similarly, the "optionally" recited 
sequences include coding sequences and regulatory sequences. As such, the skilled artisan, reading 
claim 29, would know that the lower limit of a "polynucleotide portion" of the cold stress-regulated 
gene encompassed within the claimed subject matter comprises at least enough of the polynucleotide 
such that the coding region (e.g., SEQ ID NO: 1034) encodes a polypeptide having the recited activity 
and/or the regulatory region (e.g., SEQ ID NO:3729) comprises at least enough of the polynucleotide 
such that the polynucleotide functions as a cold stress responsiveness element. Accordingly, it is 
respectfully requested that this ground of rejection be withdrawn. 



Claims 32 to 34 are allegedly vague and incomplete in reciting the term "functional peptide 
portion thereof because the application does not disclose or define what a functional portion is. 
Applicants point out, however, that the specification discloses that the term "functional peptide 
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portion of a plant stress-regulated polypeptide" is defined at paragraph 160 (page 82) of the 
specification. In this respect, claim 32 has been amended to more clearly specify a "functional 
peptide portion" encompassed within the claimed subject matter (claims 33 and 34 depend from 
claim 32). Accordingly, in view of the amendment, it is respectfully requested that this ground of 
rejection be removed. 

(e) and (ft 

Claims 33 and 34 are allegedly vague in reciting "increases" (claim 33) or "decreases" 
(claim 34) the stress tolerance because the terms are comparative, but do not provide a frame of 
reference. Claims 33 and 34 have been amended to clarify that the increase or decrease is with 
respect to a corresponding plant not expressing the stress-regulated polypeptide, thus providing the 
requisite frame of reference for comparison. As such, it is requested that this ground of rejection be 
removed. 

Claim 38 is allegedly vague in reciting the term "stress condition specific for the regulatory 
element" because it is not understood what the term "specific for" means in the context of the claim. 
Claim 38 has been amended to clarify the subject matter regarded as the invention. Accordingly, it is 
respectfully requested that this ground of rejection be removed. 

Oil 

Claim 41 is allegedly vague in reciting the term "detectable marker" because the application 
does not distinguish between a detectable marker and an undetectable marker. Applicants are 
uncertain as to the basis of this rejection because it is not clear how something that is "undetectable" 
can be a "marker". Nevertheless, Applicants point out that the claim more fully recites 
"polynucleotide encoding a detectable marker". As such, it is submitted that the "detectable marker" 
comprises either an RNA molecule or a peptide, since these are the only molecules encoded by a 
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polynucleotide. As such, the skilled artisan, viewing the subject application, would know that any 
RNA or peptide that can be detected (e.g., using a hybridizing probe or an antibody, respectively) is 
encompassed within the claimed subject matter. Accordingly, it is respectfully requested that this 
ground of rejection be removed or, if the rejection is not removed, that the basis for the rejection be 
clarified. 

m 

Claims 43 and 45 allegedly are vague and indefinite in reciting the term "altered 
responsiveness" because no frame of reference is provided. Claim 43 and 45 have been amended to 
clarify that the altered responsiveness is with respect to a corresponding plant cell and/or plant 
lacking the introduced polynucleotide portion of the stress-regulated gene, thus providing the 
requisite frame of reference for comparison. As such, it is requested that this ground of rejection be 
removed. 

ill 

Claim 47 is allegedly vague and indefinite in reciting the term "corresponding wild-type 
plant" because the specification does not distinguish a corresponding plant from a non-corresponding 
plant. Applicants submit, however, that the term "corresponding", as recited in the claims, has its 
commonly understood meaning of "similar", "analogous", or "equivalent" (see, for example, 
Exhibit A, attached hereto). As such, it is submitted that the skilled artisan, reading the claim, would 
recognize that the "transgenic plant" of the invention is being compared with an equivalent "wild- 
type plant", the only difference being that the wild-type plant does not contain the "transgene". Thus, 
the claims assure that an effect as recited in a "transgenic plant" is being compared with respect to a 
plant that, except for not being transgenic, is otherwise equivalent. Since the term "corresponding" is 
used with its commonly understood meaning in the claims, it is submitted that the claimed subject 
matter is clear and definite and, therefore, respectfully requested that this ground of rejection be 
removed. 
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Oil 



Claim 48 is allegedly vague in reciting the term "reducing or inhibiting expression" because 
the term is comparative, but there is no frame of reference in the claim. Claim 48 has been amended 
to provide the requisite frame of reference. As such, it is respectfully requested that this ground of 
rejection be removed. 



Claims 49 and 50 allegedly are vague in reciting "increased" (claim 49) or "decreased" 
(claim 50) tolerance to a stress condition because the terms are comparative, but do not provide a 
frame of reference. Claims 49 and 50 have been amended to clarify that the increase or decrease is 
with respect to a corresponding plant lacking the recited transgene, thus providing the requisite frame 
of reference for comparison. As such, it is requested that this ground of rejection be removed. 

(n), (o) and (s) 

Claims 56, 69, and 70 are allegedly vague in reciting the term "improves the nutritional value" 
and/or "improves the ornamental value" because the terms are comparative, but no frame of reference 
is provided in the claims. Claims 56, 69, and 70 have been amended to provide the requisite frame of 
reference. As such, it is respectfully requested that these grounds of rejection be removed. 



Claim 66 is allegedly vague in reciting the terms "having an altered resistance" and "having a 
level of expression of a polynucleotide indicative of altered resistance" because the terms are 
comparative, but no frame of reference is provided in the claims. Claim 66 has been amended to 
clarify that a plant having an altered resistance to an abiotic stress comprising cold stress is identified 
by comparison of polynucleotide expression in the plant being examined for such resistance as 
compared to a plant not exposed to the abiotic stress comprising cold stress. As such, it is 
respectfully requested that these grounds of rejection be withdrawn. 



(\) and (m) 



(p) and (r) 
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Claim 75 is allegedly vague in reciting the term "array of probes representative of the plant 
cell genome 1 ' because it is not clear what sample might or might not be representative. Applicants 
point out, however, that the specification discloses that such an array contains sufficiently diverse 
probes that can identify at least 30% of the polynucleotides expressed in a plant cell, and further 
discloses an Affymetrix GeneChip® Arabidopsis Genome Array as an examples of such an array. As 
such, it is submitted that the skilled artisan, reading claim 75 in view of the specification, would have 
known the meaning of the term "array of probes representative of the plant cell genome" and, therefore, 
is respectfully requested that this ground of rejection be removed. 



Claim 75 also is allegedly vague in reciting the term "polynucleotide involved in a stress 
response" because the application does not distinguish between an involved polynucleotide and an 
uninvolved polynucleotide. Applicants point out, however, that the specification discloses that clusters 
plant stress regulated genes are expressed in response to abiotic stresses (e.g., cold stress) and that the 
expressed polynucleotides can be detected following exposure to the stress condition (see, e.g., 
paragraph 39 (page 23); paragraphs 47-49 (pages 27-29); paragraph 53 (page 30); and paragraphs 71-72, 
pages 40-41). Further, the specification provides 2073 examples of such stress-regulated 
polynucleotides (Table 1; see, also, Table 2, disclosing SEQ ID NOS: of the upstream regulatory 
sequences for the 2073 coding sequences), and specifically identifies polynucleotides expressed in 
response to specific stress conditions (see, e.g., Table 3, listing polynucleotides involved in a cold stress 
response). As such, it is submitted that the skilled artisan, viewing the subject application, would know 
the meaning of the term "polynucleotide involved in a stress response", including numerous examples of 
such polynucleotides and methods of identifying others. Accordingly, it is respectfully requested that 
this ground of rejection be removed. 
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In view of the amendments and the above remarks, it is submitted that the claims are clear and 
definite such that the skilled artisan, reading the claims, would know the subject matter regarded as 
the invention. Accordingly, it is respectfully requested that the rejections of claims 1, 29, 30, 32 to 
45, 47 to 57, 66, 69, 70 and 75 under 35 U.S.C. § 1 12, second paragraph, be removed. 

It is submitted that the claims are in condition for allowance, and a notice to that effect is 
respectfully requested. The Examiner is invited to contact Applicants 1 undersigned representative if 
there are any questions relating to this application. 

No additional fee beyond that enclosed herewith for the one month extension of time is 
deemed necessary in connection with the filing of this Response. However, if any fee is required, the 
Commissioner is authorized to charge any fee (or credit any overpayment) to Deposit Acct. 



No. 50-1355. 



Respectfully submitted, 
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